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Office Action Summary 



Application No. 

09/463.494 



Examiner 

Charles L. Patterson, Jr. 



Appljcant(s) 

REETZ ET AL 



Art Unit 

1652 



- Th MAILING DATE of this communication appears on th cover slieet with the correspond nee address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to connmunicatlon(s) filed on 03 January 2003 and 07 January 2003 . 
2a)KI This action is FINAL. 2b)|g| This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £xpa/te Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) 13 Claim(s) 39-41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) KI Claim(s) 39-41 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 07 January 2003 is/are: a)n accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

if approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)l3AII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) 3 Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PT0.41 3) Paper No(s). . 

2) ^ Notice of Draftsperson's Patent Drawing Review {PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Claim 39 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 39 is indefinite in the recitation of "optionally^' on line 18. 
This rejection was made for the same term in claim 36 in the previous action. 
It is unclear whether the limitation is meant to be limiting on the claim or 
simply illustrative. Just because the examiner referred to this optional 
step in the previous 35 USC § 112 first paragraph rejection does not indicate 
that the term is not indefinite. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis 

for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 39-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mannesse, et al . (U-1) in view of either Williams, et al . (A), Zhou, et 
al. (U) , Leung, et al . (V), Cadwell, et al . (W) or Shinkai, et al . (X). 

Mannesse, et al , teach the value of mutating hydrolase genes to study 
stereoselectivity. The five secondary reference have been characterized in 
the previous action. Basically they teach generating mutations in genes 
using PCR methods, as in step b) of claim 39. Applicants have admitted on 
page 9 of their remarks that these methods are acknowledged in the specifica- 
tion to be prior art. Since Mannesse, et al teach that mutations have value 
in studying stereospecif icity, it would have been obvious to one of ordinary 
skill in the art to obtain the mutants by the methods taught by the secondary 
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references and to use them to study stereoselectivity. The exact mutation 
rate in PGR or whether or not more than one round of PGR mutation is done is 
a matter of design choice and would have been obvious, absent unexpected 
results . 

Glaims 39-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mannesse, et al . (U-l) in view of either of Stemmer (V-l) or Zhang, et 
al . (W-1) . Mannese, et al is characterized supra, Stemmer and Zhang, et al . 
teach using the method of part c) of claim 39 to mutate a gene. Essentially 
it involves digesting the gene with DNase I and reassembling the fragments. 
Since Mannesse, et al teach that mutations have value in studying stereospe- 
cificity, it would have been obvious to one of ordinary skill in the art to 
obtain the mutants by the methods taught by Stemmer or Zhang, et al . and to 
use them to study stereoselectivity. The exact mutation rate in PGR or whe- 
ther or not more than one round of PGR mutation is done is a matter of design 
choice and would have been obvious, absent unexpected results. 

Gopies of the Stemmer and Zhang, et al . references are not being sent 
because they were cited in the PCT search report. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Charles L. Patterson, Jr., PhD, whose 
telephone number is 7 03-308-1834. The examiner can normally be reached on 
Monday - Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy can be reached on 703-308- 
3804. The fax phone number is 703-305-74014242. 
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Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-308-0196. ^ /f) / 



Charl/s L. Patterson, Jr. 
Primary Examiner 
Art Unit 1652 




Patterson 
April 3, 2003 



